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„ The MAILING DATE of this co mmunication appears on the cover sheet with the correspondence address ~ 

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- tension! Tof time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be tamely filed 

cliinroin r P nl« within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.b.U 5 1 
". Any reply !S £ oliceltr than three months after the mailing date of this communication, even if tamely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I )E3 Responsive to communication(s) filed on 18 December 2002 . 
2a)D This action is FINAL. 2bM This action is non-final. 

30 Since this application is in condition for allowance except for formal matters, Prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) |EI Claim(s) 1^19 is/are pending in the application. 

4a) Of the above claim(s) 1.5-7 and 10-19 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) 2-4.8 and 9 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

1 0)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

I I )□ The proposed drawing correction filed on is: a)D approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) E3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)EI All b)D Some*c)D None of: 

1 .£3 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1) £3 Notice of References Cited (PTO-892) 

2) D Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) Information Disclosure Statement(s) (PTO-1449) Paper No(s) 4J_ . 



4) □ Interview Summary (PTO-413) Paper No(s). 

5) D Notice of Informal Patent Application (PTO-1 52) 

6) D Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 
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DETAILED ACTION 



Election/Restrictions 

1. Applicant's election of Group I, claims 1-9 and 16-18, and species B, i.e., an 
adhesive sheet with a pressure sensitive adhesive layer which absorbs 5 g/m 2 or more 
of solvent after being immersed in solvent for one second, and claims 2-4, 8 and 9 read 
on the elected species, in Paper No. 9 is acknowledged. Because applicant did not 
distinctly and specifically point out the supposed errors in the restriction requirement, 
the election has been treated as an election without traverse (MPEP § 818.03(a)). 



Specification 

2. Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important that 
the abstract not exceed 150 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The form and legal phraseology 
often used in patent claims, such as "means" and "said," should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 



Claim Rejections - 35 USC § 112 

3. Claims 2-4, 8 and 9 are rejected under 35 U.S.C. 112, first paragraph, as based 
on a disclosure which is not enabling. It is noted that the composition of the adhesive is 
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critical or essential to the practice of the invention, but not included in the claim(s) is not 
enabled by the disclosure. See In re Mayhew, 527 F.2d 1229, 188 USPQ 356 (CCPA 
1976). 

More particularly, it appears that the composition of the adhesive which effects 
the specification interaction, such as the solvent absorption rate and solubility, between 
the adhesive and solvent is critical or essential to the practice of the invention, ttie 
absence of the composition of suitable adhesive in the claims renders the instant 
claimed invention in excess of its provided enablement. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 2-4, 8 and 9 are rejected under 35 U.S.C. 1 1 2, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claims merely setting forth physical characteristics desired in article, and not 
setting forth specific compositions which would meet such characteristics, are invalid as 
vague, indefinite, and functional since they cover any conceivable combination of 
ingredients either presently existing or which might be discovered in future and which 
would impart desired characteristics. As such, the recitation in claim 2, lines 4-10, of 
"wherein the pressure sensitive adhesive layer absorbs 5 g/m 2 or more of a solvent 
contained in the substance to be removed when the pressure sensitive adhesive sheet 
is immersed in the solvent for 1 second, and wherein the pressure sensitive adhesive 
sheet after absorbing 5 g/m 2 of the solvent has a tackiness of 1 cN/25-mm or more" is 
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too broad and indefinite since it purports to cover everything which will perform the 
desired functions regardless of its composition, and, in fact, recites compounds by what 
it is desired that they do rather than what they are. Also, the recitation is too broad 
since it appears to read upon materials that could not possibly be used to accomplish 
purposes intended. Ex parte Slob (PO BdApp) 157 USPQ 172. 

In claim 4, lines 3-5, the phrase "a pressure-sensitive adhesive constituting the 
pressure-sensitive adhesive layer comprises such components alone that are insoluble 
in a solvent" is vague and indefinite. Clarification is requested. Does the term "alone" 
means "only"? 

Finally, it is noted that multiple dependent claim 8 is dependent upon other 
multiple dependent claims. 

Claim Rejections ■ 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 2-4, 8 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Applicants' admitted prior art. 

It is noted that Applicants appear to have admitted that a pressure sensitive 
adhesive sheet for removing a solvent containing paste, such as the excess ink at the 
back of the printing plate, is known (Specification, page 3, lines 3-21). Although the 
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prior known art does not expressly teach the solvent absorption property and the 
tackiness of the suitable adhesives, it is believed that these aforementioned properties 
are either inherently disclosed or an obvious selection to one of ordinary skill in the art, 
motivated by the desire to cleanly remove the excess ink, as taught by the prior known 
art. 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. In addition, the following references are cited of interest for 
making pessure sensitive adhesive sheet for removal of ink: 

US 4519720 to Merril 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Victor S Chang whose telephone number is 703-605- 
4296. The examiner can normally be reached on 8:30 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel H Morris can be reached on 703-308-2414. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-872-9310 
for regular communications and 703-872-931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0661. 



# 
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